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DETAILED ACTION 

Specification 

As provided in 37 CFR 1.77(b), the specification of a utility application should include 
the sections in order and each of the lettered items should appear in upper case, without 
underlining or bold type, as a section heading. If no text follows the section heading, the phrase 
"Not Applicable" should follow the section heading. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 2, 4, 6-8 and 10-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Aratani et al. WO01/08145 (See English language equivalent document U.S. Patent No. 
6,788,635). 

As per claim 1 Aratani et al. discloses a record carrier carrying information represented 
by read-only marks (12p) in a track, the read-only marks being optically readable according to a 
predefined high-density data format via a beam of radiation by first variations (reflectance) of the 
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radiation, the record carrier comprising a recordable layer (2) for writing recorded marks (12A) 
in a recording are of the record carrier, which recording area extends over the track carrying the 
read-only marks , and which recordable layer (70) is arranged to generate second variations 
(reflectance) of the radiation by a difference between an unrecorded state and a recorded state, 
the first and second variations being different (different reflectance amplitude/intensity) for 
allowing detection of the read-only marks and the recorded marks from a same part of the track 
(see Figures 1, 2 and 5). 

As per claim 2, Aratani et al. discloses wherein the first variations and second variations 
are variations of intensity of reflected radiation, the second variations being 
substantially smaller than the first variations (see Fig. 5 bottom dotted lines). 

As per claim 4, Aratani et al. discloses wherein the recordable layer is a 
recordable mirror layer (2) having at least two distinct reflection levels (reflectance when 
recorded and unrecorded state) for generating the second variations, or a recordable absorption 
layer having at least two distinct absorption levels for generating the second variations (see Fig. 
4). 

As per claim 6, Aratani et al. discloses a device for recording information on a record 
carder (outlined above in claim 1), the device comprising a head (43) for providing the beam, 
and recording means (46; 45) for, while scanning the track containing the read-only marks, 
controlling an intensity of the beam for writing the recorded marks by modifying the recordable 
layer from the unrecorded state to the recorded state (see Fig. 8). 
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As per claim 7, Aratani et al. discloses wherein the device comprises reading means (43, 
51; 45) for detecting the read-only marks, and the recording means are arranged 
for controlling said intensity in dependence of the read-only marks (col. 7, line 61 to col. 8 line 
13). 

As per claim 8, Aratani et al. discloses a device for reading information from a record 
carrier (outline above in claim 1) the device comprising a head (43) for providing the beam and 
generating a reading signal, reading means (47-50; 45) for, while scanning the track containing 
the read-only marks, detecting the second variations for reading the recorded marks. 

As per claim 10, Aratani et al. discloses wherein the reading means (comprise shift 
detection means for detecting in the reading signal a shift (see fig. 5, broken lines) in amplitude 
and/or level for detecting the second variations for reading the recorded marks (47-50; 45). 

As per claim 11, Aratani et al. discloses wherein the device comprises reading means (43, 
50; 45) for detecting the read-only marks, and the reading means are arranged for detecting the 
second variations in dependence of the read-only marks (arranged with respect of the edges of 
read-only marks, and at the time of reproduction the zero cross of read-only marks are taken into 
consideration, hence dependence). 
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As per claim 12, is drawn to the method for recording the record carrier outlined above or 
the method used by the device outlined above, and is rejected for the same reasons of 
anticipation. 

Claims 1, 5, 8 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by Ichiyama 
U.S Patent No. 5,166,913. 

Regarding claims 1, Ichiyama discloses a record carrier (1 1 ) carrying information 
represented by read-only marks (12) in a track, the read-only marks being optically readable 
according to a predefined high-density data format via a beam of radiation by first variations 
(reflectance) of the radiation, the record carrier comprising a recordable layer (21) for writing 
recorded marks (29) in a recording are of the record carrier, which recording area extends over 
the track carrying the read-only marks , and which recordable layer (21) is arranged to generate 
second variations (reflectance) of the radiation by a difference between an unrecorded state and a 
recorded state, the first and second variations being different (different reflectance) for allowing 
detection of the read-only marks and the recorded marks from a same part of the track (see 
Figures 1, 3). 

As per claim 5, Ichiyama discloses wherein the recordable layer is a refractive layer (dye 
layer; see col. 5, lines 1-36; write -once recording material) having at least two distinct refractive 
index levels (when recorded when not recorded) for generating the second variations, in 
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particular the refractive layer substantially filling pits (12; Fig. 1) that constitute the read-only 
marks. 



As per claims claim 8, Ichiyama discloses a device for reading information from a record 
carrier (outline above in claim 1) the device comprising a head (17) for providing the beam and 
generating a reading signal, reading means (26; 18; 23) for, while scanning the track containing 
the read-only marks, detecting the second variations for reading the recorded marks. 



As per claim 9, Ichiyama discloses device wherein the reading means comprise 
separation means (26) for simultaneously generating, from the reading signal, a high frequency 
reading signal for reading the read-only marks (read signal from marks 12) and a low frequency 
reading signal (signal from marks 29), and for detecting the second variations from the low 
frequency reading signal for reading the recorded marks. 



Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ichiyama U.S 
Patent No. 5,166,913. 

Ichiyama discloses where the recorded marks (29) are substantially longer than the read- 
only marks (see Fig. 3). 

Ichiyama does not particularly or expressly show that an average length the recorded 
marks being at least ten times an average length of the read-only marks. 

However, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to find the range and sizes for the marks with respect to the read-only 
marks, since it has been held that where the general conditions of a claim are disclosed in the 
prior art, discovering the optimum or workable ranges involves only routine skill in the art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JORGE L. ORTIZ CRIADO whose telephone number is 
(571)272-7624. The examiner can normally be reached on Mon.-Fri 10:00 am- 6:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on (571) 272-4090. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jorge L Ortiz-Criado/ 

Primary Examiner, Art Unit 2627 



